THIS DISPOSITION
11707/ 01 IS NOT CITABLE AS PRECEDENT Paper No. 23
OF THE T.T.A.B. BAC

UNI TED STATES PATENT AND TRADEMARK OFFI CE

Trademark Trial and Appeal Board

United States O ynpic Commttee
V.
Cal cados Azaleia S. A

Opposition No. 110, 696
to application Serial No. 75/283, 397
filed on April 29, 1997

Janmes L. Bikoff of Silverberg, Goldman & Bi koff, LLP for
United States O ynpic Commttee.

Paul M Denk, Esq. for Cal cados Azaleia S. A

Bef ore Seeherman, Walters and Chapman, Adm nistrative
Trademar k Judges.

Opi ni on by Chapman, Adm nistrative Trademark Judge:

Cal cados Azaleia S.A. (a Brazil corporation)
(hereinafter applicant) filed an application to register
the mark OLYMPI KUS on the Principal Register for
“footwear” in International Class 25. The application
was filed on April 29, 1997, based on applicant’s
al l egation of a bona fide intention to use the mark in

comer ce.
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The United States O ynpic Commttee (a
Congressionally chartered non-profit corporation)
(hereinafter opposer or USOC) has opposed registration of

the mark, alleging that “Oynpicus” is the Latin word for

“Oympic”; that the letter “c” does not exist in the

G eek al phabet and is represented as the letter “k”; and
that registration of applicant’s mark OLYMPI KUS, being
the foreign equivalent of “OLYMPIC,” would violate
Sections 2(a) and 2(d) of the Trademark Act, 15 U S.C.
§81052(a) and (d), and Section 380(c) of the Amateur
Sports Act of 1978, 36 U.S.C. 8§380(c).' Opposer further
all eges that it owns registrations for the foll ow ng
marks: (i) OLYMPIC for a variety of goods (not including
any clothing or footwear itens) and services and as a
col l ective membership mark? (ii) OLYMPI AN for golf
clubs® (iii) OLYMPI AN for magazines”, (iv) OLYMPICAP for
caps, hats and visors® and (v) the mark shown bel ow for

“f oot wear, nanely, shoes”®

! The Amateur Sports Act of 1978 was anended by Congress in 1998
in a section now nunbered 36 U.S.C. 8220506.

2 Registration No. 968,566, issued Septenber 18, 1973, Section 8
affidavit accepted, renewed.

3 Registration No. 1,630,966, issued January 8, 1991, Section 8
affidavit accepted, renewed.

4 Registration No. 1,734,781, issued Novenmber 24, 1992, Section
8 affidavit accepted, Section 15 affidavit acknow edged.

° Registration No. 1,986,043, issued July 9, 1996.

® Registration No. 1,458,432, issued Septenber 22, 1987, Section
8 affidavit accepted. The term “USA” is disclained.
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t hat since opposer was organized in 1921, it has used and
has licensed others to use its registered and ot her

O ynmpic-related marks on a wi de variety of goods and

servi ces,
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i ncluding clothing and footwear; that through | ong and
continuous use opposer’s trademarks have becone extrenely
wel | known to consuners; that applicant’s mark, if used
in connection with its goods, so resenbl es opposer’s
previously used and registered marks as to be likely to
cause confusion, m stake, or deception; that opposer is
charged by Congress with the responsibility for
organi zi ng and sponsoring this country’ s participation in
t he nodern O ynpic Ganes, inspired by the ancient G eek
ganes; that Congress gave opposer exclusive rights to
certain marks, including but not limted to the word
OLYMPIC, as well as prohibiting any person from using any
simul ation of the word OLYMPI C which tends to cause
confusion, m stake or deception, or to falsely suggest a
connection with opposer; that registration of applicant’s
mark will interfere and conflict with opposer’s authority
to prohibit the use of “sinulations” of the marks OLYMPI C
and OLYMPI AD under 36 U.S.C. 8380; and that opposer’s

mar ks have beconme so fanobus and so uni quely and
unm st akably associated with opposer that registration to
applicant woul d cause the public to falsely presune a
connecti on between applicant and opposer. Finally,
opposer alleges that all three of the statutory bases for

prohi biting registration to applicant are hei ghtened
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because the Federation International de Volleyball has
officially approved applicant’s shoes and uniforns
bearing the OLYMPI KUS mark for official volleybal
conpetitions, and volleyball is an O ynpic sport.

Applicant denied the salient allegations of the
notice of opposition, |eaving opposer to its proof at
trial.

Opposer made nothing of record during its trial
period in this case. At the close of opposer’s testinony
period, applicant could have filed a notion to dism ss
pursuant to Trademark Rule 2.132(a), but did not do so.
Accordi ngly, opposer filed its brief on the case, and
attached several exhibits to the brief (Exhibits A-1).
Appl i cant objected thereto, arguing that none of the
exhi bits had been subm tted under a notice of reliance or
as part of testinony during opposer’s trial period; that
certain exhibits were not produced to applicant during
di scovery; and that certain exhibits could not properly
be submtted by way of notice of reliance under the
Trademark Rul es of Practice. (Applicant’s Brief, pp. 13-
15.)

However, thereafter, the parties stipulated certain
exhibits to be of record, as evidenced by opposer’s reply

brief. Specifically, inits reply brief (p. 1), opposer
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states that “the parties arrived at agreenent regarding
Opposer’s exhibits.” On page 2 of the reply brief,
opposer explains that under the agreenent between
counsel, applicant objects to Exhibit B (list of Oynpic
sponsors and |icensees), part of Exhibit C (pages 4-13,
opposer’s royalty paynent reports regardi ng JCPenney),
and Exhibit E (four pages from applicant’s website); and
that “[i]t is stipulated that there is no dispute or
obj ection to the adm ssibility of the rest of Opposer’s
exhibits.” Opposer attached to its reply brief
phot ocopies of two letters from opposer’s attorney to
applicant’s attorney concerning applicant’s objections
and the subsequent agreenent relating thereto.

Opposer’s reply brief indicates proof of service of
a copy thereof on applicant’s attorney, and no further
papers have been received in this case. Accordingly, we
consider the follow ng evidence to have been sti pul at ed
into the record:

(1) Exhibit A--photocopies of opposer’s five pleaded
regi strations;

(2) Exhibit C--photocopies of three pages from a
JCPenney cat al og;

(3) Exhibit D--photocopies of pages from Latin
di ctionaries;

(4) Exhibit F--photocopies of pages from opposer’s
“1997-1998 factbook”;
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(5) Exhibit G-a photocopy of applicant’s previous,
now abandoned application (Serial No.
74/ 623,876) for the mark OLYMPI KUS for shoes;

(6) Exhibit H--applicant’s responses to opposer’s
requests for adm ssion; and

(7) Exhibit I--applicant’s responses to opposer’s
first set of interrogatories.
Thus, the record consists of the pleadings; the file of
t he opposed application; and the above-identified
sti pul ated evi dence.

At this juncture, we wll address the photocopies of
registrations submtted by opposer as Exhibit Ato its
brief, which have been stipulated into the record.

Normal |y, pleaded registrations are properly mde of
record through the plaintiff’s subm ssion of current
status and title copies prepared by the USPTO, or through
testinmony regarding current status and title. See
Trademark Rule 2.122(d). |In this case, opposer has
submtted only photocopies of the registrations, not
status and title copies. However, applicant has
stipulated theminto the record, and in applicant’s brief
it has specifically discussed opposer’s registrations.

For exanpl e, applicant makes the foll ow ng statenents:

(i) “Applicant’s OLYMPI KUS trademark upon conparison with
the registration(s) of Petitioner [sic] is not likely to

cause confusion,” p. 3; (ii) “[applicant’s] mark, upon
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the word OLYMPI KUS st andi ng al one, as used on footwear,
is not likely to cause any confusion with the
registration [Registration No. 1,458,432], or any
registration of the USOC,” p. 4; (iii) “when you conpare

this registration [Registration No. 1,458,432] wth

Applicant’s mark OLYMPIKUS, ... the mark as a whole is
not likely to be confused by Applicant’s usage of its
OLYMPI KUS mark,” p. 10; and (iv) “... when conpared to

the trademark registration No. 1,458,432, registered by
the USCC, for use upon footwear,” p. 12. Accordingly, we
find that applicant has stipulated to the validity of the
five registrations pleaded by opposer.

The only evidence of record regardi ng opposer and
its marks are Exhibits A, photocopies of opposer’'s five
pl eaded registrations; C (pages 1-3), photocopies of
three pages fromthe 1998 JCPenney catal og showi ng USA
OLYMPI C BRAND shoes for sale; and F, photocopies of three
pages from opposer’s “1997-1998 factbook” discussing
opposer’s licensing program |In addition, the Amateur
Sports Act of 1978 grants opposer rights in certain
marks. Fromthis record it is clear that opposer has
statutory rights in the mark OLYMPI C, that opposer’s

i censing program generates nmllions of dollars in retail
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sal es; and that opposer |icenses the mark OLYMPI C for use
on shoes to JCPenney.

In addition to the stipulated exhibits, opposer is
seeking, in its brief, torely, in part, on prior
deci sions by courts to establish facts in this opposition
proceedi ng. However, the factual findings in those court
cases were based on the evidence presented therein, and
do not establish factual matters before the Board in this
opposition. Even the interpretation of the Amateur
Sports Act in the cited court cases relates to the
application of that law to the specific facts proven in
t he cases before those courts.

There is little information of record regarding
appl i cant except the application file; applicant’s
previ ous now abandoned application to register the mark
OLYMPI KUS for shoes (application Serial No. 74/623,876);
and applicant’s responses to opposer’s requests for
adm ssion and its answers to opposer’s first set of
interrogatories. Fromthis evidence, we know that
applicant is a corporation of Brazil, located in Brazil;
that “its principal business is the sale of footwear in
the United States” (answer to opposer’s interrogatory No.
1); that applicant has not used the mark in connection

with any goods or services in the United States (e.g.,
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response to opposer’s request for adm ssion No. 3, and
answer to opposer’s interrogatory No. 60); that applicant
contends OLYMPIKUS is a coined term and its sel ection
“stemed from observati ons made by Nestor Hercul ano de
Paul a [the person who conceived of and authori zed
applicant’s use of the term OLYMPI KUS] of “ol ynpic” names
and derivations thereof while he was in Greece in 1972”
(answers to opposer’s interrogatory Nos. 14 and 31); and
that “applicant first |earned of select USOC marks from
its earlier search, fromits earlier application, and
from prior correspondence” (answer to opposer’s
interrogatory No. 42).

We turn first to the issue of |ikelihood of
confusion. In determning this issue we follow the
gui dance of the Court inlInre E. |I. du Pont de Nenmoburs &
Co., 476 F.2d 1357, 177 USPQ 563 (CCPA 1973). In any
i kel'i hood of confusion analysis, two key considerations
are the simlarities between the marks and the
simlarities between the goods and/or services. See
Feder ated Foods, Inc. v. Fort Howard Paper Co., 544 F.2d
1098, 192 USPQ 24 (CCPA 1976); and In re Azteca
Restaurant Enterprises Inc., 50 USPQd 1209 (TTAB 1999).
See al so, Han Beauty, Inc. v. Alberto-Culver Co., 236

F.3d 1333, 57 USPQ2d 1557, 1559 (Fed. Cir. 2001).

10
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Because opposer’s pl eaded registrations have been
made of record by stipulation and their validity
acknow edged by applicant, the issue of priority does not
ari se. See King Candy Conpany v. Eunice King's Kitchen,
Inc., 496 F.2d 1400, 182 USPQ 108 (CCPA 1974); and Carl
Karcher Enterprises Inc. v. Stars Restaurants Corp., 35
USPQ2d 1125 (TTAB 1995).

Considering then the simlarities or dissimlarities
of the goods, applicant’s goods are identified as
“footwear,” and opposer’s goods in Registration No.
1,458,432 are identified as “footwear, nanely, shoes.”
Clearly, applicant’s identification of goods enconpasses
“shoes,” and we nust assune that if applicant commenced
use of this mark for the identified goods in the United
States, the goods would be sold through all nornmal
channels of trade to all the usual purchasers for those
goods. See Octocom Systens Inc. v. Houston Conputers
Services Inc., 918 F.2d 937, 16 USPQ2d 1783 (Fed. Cir.
1990); and The Chicago Corp. v. North Anerican Chicago
Corp., 20 USPQd 1715 (TTAB 1991).

Accordingly, we find that the parties’ goods are
|l egally identical, and that the goods would be sold in
t he sane channels of trade to the same cl asses of

pur chasers.

11
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Regardi ng the marks, we begin with the prem se that
“when mar ks woul d appear on virtually identical goods or
services, the degree of simlarity necessary to support a
conclusion of likely confusion declines.” See Century 21
Real Estate Corp. v. Century Life of Anerica, 970 F.2d
874, 23 USPQ2d 1698, 1700 (Fed. Cir. 1992). 1In this
case, there are obvious differences between the nmarks,
including that applicant’s mark is the word OLYMPI KUS
al one, whereas opposer’s mark is a conposite mark, as

shown bel ow,

JIME

ellSﬂlm
consisting of the word OLYMPICS, the letters “USA,” and a
design of the five interlocking rings [the synmbol of the
I nternational Oynmpic Committee--see 36 U. S. C
§220506(a)(2)]. Although the word OLYMPICS is in smaller
type than the letters “USA,” it appears twice and is a
strong, noticeable el enment.

VWile the differences in the marks descri bed by

applicant are essentially accurate, we nonethel ess find
that these marks, OLYMPI KUS and OLYMPI CS USA and desi gn,

have sufficient simlarities that consuners are likely to

view the marks as vari ati ons of each other, with both

12
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i ndicating a common source for the goods. Thus,
purchasers, upon seeing applicant’s mark on footwear,
woul d assune that applicant’s goods cone fromthe sane
source as opposer’s goods, or are sponsored by or
associated with opposer. See In re Dixie Restaurants
Inc., 105 F.3d 1405, 41 USPQ2d 1531 (Fed. Cir. 1997).

| nportantly, footwear or shoes are everyday consuner
goods sold to the ordinary purchaser; and such goods can
be sold at |ow prices. For exanple, in the JCPenney
catalog, the price listed for the shoes offered under the
OLYMPIC mark is $18.99.

Accordi ngly, because the goods, the trade channels,
and the classes of consunmers are identical; and because
the parties’ marks are simlar; we find that there is a
i kel'i hood that the purchasing public would be confused
if applicant uses OLYMPIKUS as a mark for footwear.

Applicant, as the newconmer, had the obligation to
select a mark which would avoid confusion. Thus, to the
extent there is any doubt on this issue, it nmust be
resolved in opposer’s favor. See In re Hyper Shoppes
(OGhio) Inc., 837 F.2d 840, 6 USPQR2d 1025 (Fed. Cir.
1988); and Hil son Research Inc. v. Society for Human

Resour ce Managenent, 27 USPQd 1423 (TTAB 1993).

13
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Havi ng found that there exists a |ikelihood of
confusion resulting fromthe contenporaneous use of
applicant’s mark OLYMPI KUS on footwear and opposer’s mark
OLYMPI CS USA and design on shoes, we elect not to
consi der the remai nder of opposer’s Section 2(d) claimas
to its other registered marks, specifically, OLYMPIC for
a wide variety of goods and services and collective
menber shi p, OLYMPI AN for golf clubs, OLYMPI AN for
magazi nes, and OLYMPI CAP for caps, hats and visors. See
American Paging Inc. v. American Mbil phone Inc., 13
USPQ2d 2036, 2039 (TTAB 1989), aff’'d 17 USPQ2d 1726 (Fed.
Cir. 1990) (unpublished); and Goldring, Inc. v.

Towncliffe, Inc., 234 F.2d 265, 110 USPQ 284, 285 (CCPA
1956) .

As for the remaining grounds, we note opposer’s
noti ce of opposition included the wording “[r]egistration
of Applicant’s mark will dilute the distinctiveness of
the [opposer’s] trademarks....” (paragraph 10). However
this allegation was nade in the context of opposer’s
i kel'i hood of confusion claim Moreover, opposer
specifically enunmerated only three grounds for the
opposition (Sections 2(a) and 2(d) of the Trademark Act,
and Section 380 of the Amateur Sports Act). Accordingly,

al t hough opposer did argue the issue of dilution as a

14
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ground for opposition in its brief, we do not consider

t he pleadings to have adequately set forth such a claim
or the evidence submtted “at trial” to have put
applicant on notice of a dilution claim such that we
coul d deem the pleadings to have been anended.’ See
Sections 13(a) and 43(c) of the Trademark Act; Boral Ltd.
v. FMC Corp., 59 USPQ2d 1701 (TTAB 2000); and Pol aris

| ndustries Inc. v. DC Com cs, 59 USPQ2d 1798 (TTAB 2000).
Mor eover, the very sparse record before the Board clearly
does not establish dilution. Thus, we find that the
ground of dilution was neither pleaded nor proven in this
case.

Turning to opposer’s claimunder Section 2(a) of the
Trademark Act that applicant’s mark fal sely suggests a
connection with opposer, we will not go into an extended
di scussion of this claim but we nmerely note that opposer
has not met the burden of proof necessary on the el enents
of such a ground. See University of Notre Dane du Lac v.
J.C. Gournmet Food Inports Co., Inc., 703 F.2d 1372, 217

USPQ 505 (Fed. Cir. 1983); In re Sloppy Joe’s

" At the time the notice of opposition was filed, the Board had
no authority under the Trademark Act to determ ne the issue of
dilution and, in fact, as noted previously, the notice of
opposition makes no reference to a basis for opposition under
Section 43(c) of the Trademark Act.

15
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I nternational Inc., 43 USPQd 1350 (TTAB 1997); and
Buffett v. Chi-Chi's, Inc., 226 USPQ 428 (TTAB 1985).
Finally, turning to opposer’s pleaded claimthat
applicant’s mark viol ates Section 380 of the Amateur
Sports Act of 1978, opposer refers in its brief not to
its pleaded ground, but to the 1998 O ynpic and Amateur
Sports Act anendnment to the Amateur Sports Act of 1978.
Federal cases
shoul d be decided in accordance with the | aw existing at
the time of decision (with certain exceptions, which are
not relevant herein). See U S. Oynpic Comrittee v. Toy
Truck Lines Inc., 237 F.3d 1331, 57 USPQ2d 1380 (Fed.
Cir. 2001). Thus, we consider this particular pleaded
ground in the context of the nowrenunbered Section
220506 of the Amateur Sports Act as anmended in 1998.
Section 220506 states the following (“the

corporation” referred to therein is the opposer in this
case):

36 U.S.C. 8220506(a). Exclusive right

of corporation.—Except as provided in

subsection (d) of this section, the

corporation has the exclusive right

to use—. ..

(4) the words “Aynpic”,

“Oympiad”, “Citius
Al tius Fortius”,

“Paral ynpi c”,
“Par al ynpi ad”, *“Pan-
American”, “America

16
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Espirito Sport
Fraternite”, or any
conbi nati on of those
wor ds.

It is clear fromthe statute that opposer has been
granted rights in gross in certain specific words.® The
term OLYMPI KUS is not one of the |listed words. W cannot
agree with opposer’s argunent that OLYMPIKUS is a
m sspelling of the word OLYMPI CUS, and because
“Oynmpicus” is a Latin word that can be translated to
“Oympic,” that therefore, OLYMPIKUS is the equival ent of
OLYMPI C. We deny opposer’s claimunder the 1998 O ynpic
and Amat eur Sports Act anendnment to the Amateur Sports
Act of 1978.

Deci sion: The opposition is sustained based only

upon Section 2(d) of the Trademark Act, and registration

to applicant is refused.

8 pposer has al so been granted rights in gross in certain
designs which are set forth in 36 U S. C. 8220506(a)(2) and (3).
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